REMARKS 

Applicants request favorable reconsideration and allowance of the subject application in 
view of the preceding amendments and the following remarks. 

At this time, Applicants also request consideration of the Nagano et al. and Holmstrom et 
al articles submitted in the Information Disclosure Statement filed on October 6, 2003. In this 
regard, Applicant requests that the Examiner initial and return a copy of the PTO-1449 form, 
accompanying the Re-Submission of Articles, being filed concurrently herewith, indicating her 
consideration of that material. Favorable consideration is requested. 

Claims 51-61 are presented for consideration. Claims 51 and 61 are independent. Claims 
62-74 have been canceled without prejudice or disclaimer. Claims 5 1-60 have been amended to 
clarify features of the subject invention. Support for these changes can be found in the original 
application, as filed. Therefore, no new matter has been added. 

Applicants note that no art rejection has been applied against independent claim 61. 
Applicants submit, therefore, that independent claim 61 should be deemed allowable at the 
outset. In addition to independent claim 61 being allowable, Applicants submit that claims 51-60 
patentably define features of the subject invention. 

Applicants requests favorable reconsideration and withdrawal of the rejection set forth in 
the above-noted Office Action. 

Claims 51, 62, 72 and 73 were rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 2 of U.S. Patent No. 
6,376,332 to Yanagita et al . This rejection is respectfully traversed. Nevertheless, Applicant 
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submits that independent claim 51, for example, as presented, amplifies the distinctions between 
the present invention and the cited art. 

Independent claim 51 recites a detection method of detecting a feature portion of a 
composite member having a structure in which a first member having a separation layer inside is 
brought into tight contact with a second member. The composite member includes, as the feature 
portion, a portion at which a peripheral edge of the first member projects outside a peripheral 
edge of the second member. The method includes the shift detection step of detecting a shift 
between the peripheral edge of the first member and the peripheral edge of the second member 
along an outer periphery of the composite member using a sensor, and the determination step of 
determining the feature portion on the basis of a detection result in the shift detection step. 

Applicants submit that the cited art does not teach or suggest such features of the present 
invention, as recited in independent claim 51. 

Claim 2 of the Yanagita et al. patent relates to a method of separating a composite 
member having a structure in which a first member having a separation layer inside is brought 
into tight contact with a second member, wherein the composite member has a projecting portion 
at which an outer peripheral edge of the first member projects outside that of the second member, 
and the method comprises the separation step of starting separating the composite member from 
the projection portion and then separating the composite member into two members at the 
separation layer. Claim 2 of the Yanagita et al. patent recites that a major surface of the first 
member has the same shape as that of the second member, and the composite member has a 
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structure in which the major surface of the first member is brought into tight contact with the 
major surface of the second member, while shifting central positions from each other. 

Applicants submit, however, that claim 2, for example, of the Yanagita et al. patent does 
not recite salient features of Applicants' present invention, as recited in independent claim 51. 
Specifically, Applicants submit that claim 2 of the Yanagita et al. patent is silent with respect to a 
shift detection step of detecting a shift between a peripheral edge of a first member and a 
peripheral edge of a second member along an outer periphery of a composite member using a 
sensor , and a determination step of determining a feature portion on the basis of a detection result 
in the shift detection step. Applicants request, therefore, that the rejection of independent claim 
5 1 based oh claim 2 of the Yanagita et al. patent be withdrawn. Such favorable indication is , 
requested. 

For the foregoing reasons, Applicant submits that the present invention, as recited in 
independent claim 5 1 , is patentably defined over the cited art. 

Dependent claims 52-60 also should be deemed allowable, in their own right, for defining 
other patentable features of the present invention in addition to those recited in their respective 
independent claims. Further individual consideration of these dependent claims is requested. 

, Applicants further submit that the instant application is in condition for allowance. 
Favorable reconsideration, withdrawal of the rejection set forth in the above-noted Office Action 
and an early Notice of Allowance are requested. 
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Applicants' undersigned attorney may be reached in our Washington, D.C. office by 
telephone at (202) 530-1010 All correspondence should continue to be directed to our address 
given below. 

Respectfully submitted, 




Lttorney for Applicants 
Steven E. Warner 
Registration No. 33,326 



FITZPATRICK, CELLA, HARPER & SCINTO 
30 Rockefeller Plaza 
New York, New York 10112-3801 
Facsimile: (212)218-2200 
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